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T . ■■.„ , ■ — . . Ellen M McAvoy 1 -t R a 



™S2K!SWSE WSSJgr ,s SET TO EXPIRE a ™ S) from 

Status'" t6rm adj " Stment - See 37 CFR 1 ™(t>r 9 S communicati0 ". «ven if timely filed, may reduce any 

1)E Responsive to communication(s) filed on 02 July 2003 

2a)S This action is FINAL om~i t»,v ^- • 

' 2b)U This action is non-final. 
o)LJ Since this aDDlication is in rnnrlitinn «n ... 

OisposltioSa™ 3 ^ ^ the merits is 

4) E Claim(s) lz22 is/are pending in the application. 
4a) Of the above claim(s) is /are withdrawn from consideration 

5) U Claim(s) is/are allowed. 

6) S Claim(s) 1^22 is/are rejected. 

7) U Claim(s) j s /are objected to. 

ApJSSh^r- are subJea 10 res " Won and/or e,e * n re <"~ 

9)Q The specification is objected to by the Examiner 

1 0)D The drawing^) filed on ___ is/are: a)D accepted or b)D obje cted b by ^ 

App„can» may not request that any objection to the drawing(s) be held in abeyance See 37 CFR 1 85fa) 
1 DD The proposed drawing correction filed on is - a )H aD nm..n wn *■ 

if a „ )LJ a PP roved b □ disapproved by the Examiner 

approved, corrected drawings are required in reply ,o this Office action ^Examiner. 

12) U The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9( a )-(d) or (f) 
a)D All b)D Some * c)D None of: W ( } ( °" 

1 .□ Certified copies of the priority documents have been received 
20 Certified copies of the priority documents have been received in Application No 

140 Ac k n ! ° ffiCe 3Cti0n 3 ° f ^ certi ^ received. 

14)U Acknowledgment is made of a claim for domestic priority underSS USC giiq™» 

1 ) □ Notice of References Cited (PTO-892) 1—1 

2) LJ Notice of Draftsperson's Patent Drawing Review (PTO-948) 2 H '^'^ Summary ( PTCM1 3 ) p aper No(s). 

3) |_J Information Disclosure Statement(s) (PTO-1449) Paper No s) 2 H ° f ' nf ° rmal Patent A PP lic ^°n (PTO-1 52) 
- — * ' ■ 6) | | Other: 
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PTOL-326 (Rev. 04-01) 
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Double Patenting 

^i^XX'X^xz^ on a jud,cia " y crea,ed 

improper timewise extension of S 'WW ^statute) so as to prevent the unjustified or 

harassment by mu 1 SZ^ SeS £ r w g ?^,5 y * ^ ^ '° prevent P° ssibte 

r,v ^oo1\ t uni i }lc assignees, bee In re Goodman, 1 1 F.3d 1046 29 USP02H 9mn 
Or. 1993); In re Longi, 759 F.2d 887, 225 USPO 645 Fed C,Y 1 qrs\ r Ub ^ 2d 2010 ( Fed ' 
F.2d 937, 214 USPO 761 fCCPA 1Q8?V r T , , 85)i /w re F<3 " 0,7IW »> 686 

1970VanH Tn roTU } } ' /n re ^ e/ ' 422 F 2d 438, 164 USPO 619 (CCPA 

1970),and, /« re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969) ( 

- - jmeiy xiiCu teunrnal disclaimer in compliance with 37 TFR i n i f„\ u 
overcome an actual or provisional reWti™ w J wim 5 ' CFR 1 -321(c) may be used to 

provided the conflicS^S?^^ 1°° * "T*™^ d ° Uble patentin g 8™"* 
application. See 3? ' CTR 7l 3^ P ' * ^ * be COmm ° nl ? 0wned with ^ 

disclaim^A^^^^ 

CFR 3.73(b). dlscl aimer signed by the assignee must fully comply with 37 

Claims 1-22 are still rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-29 of U.S. Patent No. 6,392,108 Bl 
(O'Rear). Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the method claimed in O'Rear of inhibiting oxidation of a Fischer-Tropsch 
product comprising the step of adding an effective amount of a temporary antioxidant selected 
from the group consisting of sulfides, disulfides, polysulfides, mercaptans, or mixtures thereof, 
to provide a blended product having a final peroxide number of less than 5 ppm after 7 days, 
results in a product which is indistinguishable from the products of the instant claims. 

Applicants response that they will consider submitting a terminal disclaimer once 
allowable subject matter has been agreed upon has been noted. 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

^SXSl^S^^^ ^ ot ldenticaIly dlsclosed or described as forth 

such that the subject m^t^S^^^?^^^ £ be the prior art are 

ha-gord^^^ 

iiioimci iii wnicn tne rnvention was made. " J uv uc e<»"vcu rjy tne 

Claims 1-22 are still rejected under 35 U.S.C. 103(a) as being unpatentable over Alward 
(5,453,211). 

Applicant's arguments filed 2 July 2003 have been fully considered but they are not 
persuasive. As set forth in the previous office action, Ahvard discloses that the oxidation 
stability of .ubricaung oi, basestocks and formulated lubricant oi,s is improved by the addition of 
minor amounts of .etralins, afcytaed tetralins or mixtures thereof, or their combination with 
organic sulfides to the oil. Alward teaches that suitab.e ,ubr,ca„ng oils may be obtained from 
any source such as natural naph.henic or paraffinic petro.eum hydrocarbon oils and wax 
isomerate oils produced by the hydro-isomerization of slack waxes or hydrocarbon synthesis 
waxes such as Fischer-Tropsch waxes. See column I, lines 5-18 and column 2, lines 47-61. 
Alward teaches that an amount of organic sulfide rangrng from 0 to 0. 1 weight %, based on the 
element sulfur content of the organic su.fide, may be used in combmation w,,h the tetrahn or 
alkyl-substtaed tetralin. Alward teaches that if the lubricating o,ls have been severely 
hydrotreated to reduce then- inherent su.fur contents, ,he addition of organic sulfides of tow to 
moderate molecular we.ght and low boning point may be des,rab,e whrch may ,a.er be removed 
by disttllation from the oi, pnor to the oi, being combined w,th commercial additive packages to 
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produce a formulated o„. See column 3, „„es 5-20. Thus, t he examiner maintain, the potion 
that Ahvard clearly m eets the clainl , lmitations of , Fischcr . Tropsch ^ ^ 

temporary organic sulfide antioxidant, and that applicant's open-ended claim language 
"comprise allows for the addition of other addttives to the composition such as the tetralin 

components of Alward. 

AppHcant argues that since Alward teaches using organic sulfides only in combination 
with tetralin or alkyl subst.tuted-tetrahn or mixtures thereof, Alward does no, teach or suggest 
addmg sole.y the organic sulfides in an amount such that the product has aperoxide number of 
less than 5 Ppm after 7 days. This is no. deemed to be persuasive since applicant, claims do not 
exclude the addition of the tetralin compounds. As set forth above, the organic sulfide 
compounds may be any (C,-C 2 «) (di-) afcy, or <*.) ary, sulfide compound, which may be the 
same as those sulfides claimed, and Alward specifically teaches removing the sulfides by 
distillation if so desired. 

The claimed rejections under 35 USC 103 over the Berlow.tz references made in the 
prevous office action have been withdrawn in view of applicant's arguments. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1. 136(a). 
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A shortened statutory period for rep ly , 0 this una, acta is set to expire THREE 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 



will exprre on the date the advisory action is mailed, and 



any extension fee nm-snant t^-xn 



CFR .36(a) wil, be calculated from the maihng date of the advisory action. ,„ no event 
however, w i„ t „e statutory penod for reply expire later than SIX MONTHS from the ma,„„ g 

date of this final action. 

Any rnouiry concerning this communication or earher communications from the 
examiner should be directed to Ellen M McAvoy whose telephone number is (703) 308-25,0 
The examiner can normaUy be reached on M-F (7:30-5:00) with alt Fridays off 

If attempts t o reach the examiner by telephone are unsuccessfu,, the examined 

supervisor, Glenn Caldarola can be reached on (703) 308-6824 Th, f . 

jus 6824. The fax phone number for the 
organization where thrs apphcation or proceeding ,s assigned is (703) 872-9306 

Any rnauiry of a genera, nature or relating ,o the status of this app„catio„ or proceed^ 
should be directed to the reception,, whose telephone number is (703) 308-0661 



EMcAvoy 
September 8 ; 2003 



^len M^cAv^ 
Primary Examim 
Art Unit 1764 ^ 



